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DETAILED ACTION 

Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-5, 11, 12 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

• Claim 1 recites "record carrier". It appears that "record carrier" would reasonably 
interpreted by one of ordinary skill in the art as carrier wave, signal, per se. 
Applicant's specification mentions that the audio file can be stored on different 
media, however, the specification does not exclude carrier wave. 

• Claim 5 recites "audio file" which is directed to non-statutory subject matter because 
it does not fall within a statutory category, a process, machine, manufacture, or a 
composition of matter. 

• Regarding claim 1 1 and 12, while the claims recite a series of steps or acts to be 
performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to particular 
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machine, or (2) transform underlying subject matter (such as an article or material) 
to a different state or thing. See page 10 of In Re Bilski 88 USPQ2d 1385. The 
instant claims are neither positively tied to a particular machine that accomplishes 
the claimed method steps nor transform underlying subject matter, and therefore do 
not qualify as a statutory process. The method of claim 12 including steps of 
locating address data, recording said pointer data, and recording said auditory cues 
is broad enough that the claim could be completely performed mentally, verbally or 
without a machine nor is any transformation apparent. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-3, 5-7, and 9-12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nishizawa (US Patent 5822284). 

Regarding claim 10 and 12, Nishizawa teaches in col.2 lines 47-49 the stored 
data of books, etc. and the retrieving table are written on the recording medium 
and locating address data (Fig. 3, Start Sector) at each segment (Fig. 3, Section), 
recording said pointer data (Fig. 3, Table Content - Chapter, Paragraph, Section), 
and recording said auditory cues (Fig. 3, Size of Introduction Part - announce 
message). 
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Regarding claims 1 and 5, Nishizawa teaches in col. 2 lines 47-49 the stored 
data of books, etc. and the retrieving table are written on the recording medium 
audio data being segmented into segments (Fig. 3, Section) to which an address 
information (Fig. 3, Start Sector) is assigned indicating a location of a segment, 
pointer data (3) comprising segment indexes (Fig. 3, Table Content - Chapter, 
Paragraph, Section) representing said segments of said audio data to each of which 
said address information (Fig. 3, Start Sector) and an auditory cue (Fig. 3, Size of 
Introduction Part) is assigned, and said auditory cues (4) being adapted to be sounded 
during browsing said segment indexes (Fig. 1, input section 18, operating keys for 
designating basic operations, play, stop, fast forward, rewind, pause; keys for 
designating a retrieving layer of the multilayered pyramidal structure; retrieving 
direction keys for designating the retrieving directions; a retrieving key for 
retrieving and reading the introduction parts and col. 2 lines 52-55, the groups of 
sentences, which are part of the stored data, can be retrieved by inputting the 
command for reading the introduction parts. Then the introduction parts of each 
group of sentences can be reproduced as the audio signals , so that a blind 
person can understand the relevance of each section of the stored data). 

Regarding claim 6 and 1 1 , Nishizawa teaches the claim limitations as applied to 
claim 1 above. Nishizawa teaches browsing said segment indexes (Fig. 1, input 
section 18, operating keys for designating basic operations, play, stop, fast 
forward, rewind, pause; keys for designating a retrieving layer of the multilayered 
pyramidal structure; retrieving direction keys for designating the retrieving 
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directions; a retrieving key for retrieving) sounding an auditory cue (Fig. 3, Size of 
Introduction Part) assigned to the segment index (Fig. 3, Section) being encountered 
during browsing (Fig. 1 and col. 2 lines 52-55, the groups of sentences, which are 
part of the stored data, can be retrieved by inputting the command for reading the 
introduction parts. Then the introduction parts of each group of sentences can be 
reproduced as the audio signals , so that a blind person can understand the 
relevance of each section of the stored data, selecting a segment index representing 
a segment selected to be read (Fig. 1, input section 18 and col.5 lines 13-62 varying 
sizes of the announce messages are respectively assigned to each section, which 
is the lowest retrieving unit . The user is capable of easily understanding the 
message and correctly retrieving the retrieving unit), and reading the selected 
segment (Fig. 3, Section) starting from the location indicated by the address 
information (Fig. 3, Start Sector) assigned to the segment index (If signals indicating 
the position of the starting sector are inputted to the servo control unit, the servo 
control unit causes the optical pickup to read the data beginning at the starting 
sector). 

Regarding claim 2, Nishizawa teaches the limitations for claim 1 as applied 
above. Nishizawa teaches said address information is a time code (Fig. 3, Start 
Sector). 

Regarding claim 3, Nishizawa teaches said segments are chapters of an audio 
book as applied to claim 1 above. 
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Regarding claim 7, Nishizawa teaches the limitations for claim 6, Nishizawa 
teaches a cache for storing the segment indexes (col. 4 lines 33-36, A memory 
section 20 includes semiconductor devices, such as ROMs and RAMs. The 
memory section 20 stores data, such as the table of contents 14 and control 
programs for a CPU). 

Regarding claim 9, Nishizawa teaches the limitations for claim 6, Nishizawa 
teaches a fast forward button and reverse button being adapted to browse to a following 
or previous section index by pressing the corresponding button (Fig. 1, input section 
18, operating keys for designating basic operations, play, stop, fast forward, 
rewind, pause; keys for designating a retrieving layer of the multilayered 
pyramidal structure). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishizawa (US Patent 5822284). 

Regarding claim 4, Nishizawa teaches the limitations for claim 1 as applied 
above. Nishizawa teaches in col. 2 lines 47-49 the stored data of books, etc. and the 
retrieving table are written on the recording medium, however, Nishizawa does not 
teach said pointer data and said auditory cues are stored at the end of said audio file. It 
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would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have data and said auditory cues stored at the end of said audio file, since 
it has been held that rearranging parts of an invention involved only routine skill in the 
art. In re Japikse, 86 USPQ 70 (CCPA 1950). 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishizawa (US Patent 5822284) as applied to claim 6 above, and in view of Robbin et 
al. (US Patent 7345671). 

Regarding claim 8, Nishizawa does not teach a volume knob being adapted to 
browse the segment index with a circumference, which is in sections mapped to 
assigned section indexes. Robbin teaches in Fig. 3 the rotational movement can be 
caused by a user acting to rotate a navigational wheel through a user input action, the 
object of the graphical user interface can be a list, menu or other object having a 
plurality of selectable items, e.g., volume adjustment. It would have been obvious to one 
of ordinary skill in the art at the time of the invention was made to have a volume knob 
being adapted to browse the segment index with a circumference in order to facilitate 
greater ease of use of computing devices (col. 2 lines 33-35, Robbin). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EUNSOOK CHOI whose telephone number is (571)270- 
1822. The examiner can normally be reached on Monday-Friday 8:00-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pankaj Kumar can be reached on 571 -272-301 1 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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